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RELEVANT PROCEDURAL HISTORY

The Claimant/Applicant has argued in the Statement of Claim and in the Application forProvisional Measures that a decision on Provisional Measures Application no 551054/2023would be required before 22 September 2023. Based on this, the Unified Patent Court(UPC), Local Division Helsinki (the Court) decided by way of order to hold an oral hearingon 21 September 2023 in Helsinki, Finland.
As the preliminary objection lodged by the Defendants in Infringement Actionno 545571/2023 had exactly the same grounds as the objections presented by the
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Defendants in Provisional Measures Application no 551054/2023 and the Defendantsrequested in the latter action a hearing before a full panel, including a technically qualifiedjudge, the Court decided to hear both cases together, while limiting the discussion to saidpreliminary objection in the Infringement Action.
As the provisional measures action would have to be heard before the whole panel, thejudge-rapporteur further ordered that also the preliminary objection shall be referred tothe whole panel based on Rule 102.1 of the Rules of Procedure (RoP) (related proceedingsorder no 567421/2023 and 567559/2023). Reference in this regard is made also to Rules331.2, 332(i), 333, 334(i) and 336 RoP.
A technically qualified judge was allocated to case nos 545571/2023 and 551054/2023 bythe President of the Court of First Instance.
During the oral hearing, it was still emphasized by the Claimant/Applicant that decisionsconcerning the acquisition by UEFA (the Union of European Football Associations) of thesystems provided by the Parties would take place in the days immediately following theoral hearing.
Based on this urgent request, and in application of Rules 118.7 and 210.4 RoP, the Courtexceptionally handed down its decision orally immediately after the closure of the oralhearing, while indicating that the reasons will be provided later in writing, as statedhereinafter. The following decision was given:
In application of Art. 83(4) of Agreement on a Unified Patent Court (UPCA), the withdrawalof the opt-out on 5 July 2023 with regard to European Patent no 3 295 663, following theopt-out of 12 May 2023 of the patent in suit, is ineffective due to national infringementand invalidity proceedings brought before German national courts, which were pending on1 June 2023. As such, the opt-out dated 12 May 2023 for the patent in suit is effective andthe UPC lacks competence to hear the cases having CMS nos 545571/2023 and551054/2023. The reading of Article 83(4) UPCA used by the Court is in line with Rule 5.8RoP and with the principle of non-retroactivity of treaties as stipulated under Article 28 ofthe Vienna Convention on the Law of Treaties. Hence, the cases are dismissed.

REQUESTS OF THE PARTIES
In Provisional Measures Application no 551054/2023, the Applicant seeks the followingpreliminary injunction (as modified during the oral hearing):
Until the written decision on the merits of the Unified Patent Court Helsinki Local Divisionin these proceedings is issued in accordance with Rule 118.6 RoP:1) The Defendants shall not make available for operation, or operate, the artificialintelligence digital content replacement system (known as the AIR System) in France, Italy,Germany and/or Spain for overlay of a football stadium display device configured to displaya moving image, where the football stadium is in France, Italy, Germany and/or Spain.2) The prohibition in paragraph 1) above does not apply in relation to any remainingunexpected terms of contracts with third parties, concluded prior to date of initiation ofthese proceedings, under which the AIR System has already been made available.



4

The Defendants seek in action no 545571/2023 the dismissal of the Infringement Actionand in action no 551054/2023 the dismissal of the Provisional Measures Application:- based on the non-competence of the court due to ineffective withdrawal of the opt-outof the European patent no EP 3 295 663,- based on the lack of jurisdiction of the Court concerning Spain and- based on the non-competence of the Helsinki Local Division concerning Defendants 2–5.
Should the Court find itself competent, the Defendants seek in action no 551054/2023 thedismissal of the request for a preliminary injunction.
Furthermore the Defendants have requested that in action no 551054/2023 the Courtorder the Applicant to provide security for legal costs based on Article 69(4) UPCA and Rule158.1 RoP for the application for provisional measures for the amount of EUR 1.600.000 tocover the proceedings in the Court of First Instance and in the Court of Appeal of theUnified Patent Court combined.
The Applicant has requested that the Court reject the request for providing the security forlegal costs.
In addition, the Defendants objected during the oral hearing that the changes made to thepreliminary injunction order request during the oral hearing should be refused and alsothat the additional exhibits provided by the Claimant/Applicant after the deadline4 September 2023 should not be accepted.

SUMMARY OF FACTS CONCERNING THE COMPETENCE OF THE COURT
The infringement action and provisional measures application are based on theClaimant/Applicant’s European patent no EP 3 295 663 (also referred to as EP663), whichhas been opted-out, pursuant to Article 83(3) UPCA, from the competence of the UPC bythe Claimant/Applicant on 12 May 2023.
The opt-out for EP663 was withdrawn by the Claimant/Applicant on 5 July 2023 and on thesame date the Claimant/Applicant lodged the Statement of Claim on actionno 545571/2023, including also the preliminary injunction application. Due to technicalreasons in the Case Management System (CMS) of the UPC, the preliminary injunctionapplication was filed again on 14 July 2023 as provisional measures applicationno 551054/2023.
The following national proceedings in Germany concerning EP663 (listed at the GermanPatent and Trade Mark Office under file reference DE 60 2016 014 578) were pending onthe dates of the opt-out 12 May 2023 and of the withdrawal of the opt-out on 5 July 2023,and hence also on the date of coming into force of the UPCA on 1 June 2023:- appeal from the decision of Munich I Regional Court (Landgericht München I) issued on 4April 2022 concerning the infringement action based on EP663 between claimant AIMSport Vision AG and defendant Supponor Holding Limited and- appeal against the decision of the German Federal Patent Court (Bundespatentgericht)issued on 10 November 2022 considering the revocation action against EP663 between theclaimant Supponor Oy and the defendant AIM Sport Vision AG.



5

The infringement appeal hearing was planned for 12 October 2023 before the MunichHigher Regional Court (Oberlandesgericht). The revocation appeal was planned for 5December 2024 before the German Federal Court of Justice (Bundesgerichtshof).

GROUNDS FOR THE DECISION
1. The competence and jurisdiction of the Unified Patent Court
1.1 The issue
The issue at hand is whether the Court has competence in relation to actions listed underArticle 32(1) UPCA in respect of EP663, and hence jurisdiction to hear the cases in actionsno 545571/2023 (Infringement Action) and no 551054/2023 (Provisional MeasuresApplication), due to the opt-out for EP663 on 12 May 2023 followed by the withdrawal ofthis opt-out on 5 July 2023 while there were national proceedings pending in Germany.
In other words the legal question raised in this case is to determine the temporal scope ofArticle 83(4) UPCA and corresponding Rule 5.8 RoP in respect of national proceedings.
1.2 Position of the parties
The Defendants have argued that the withdrawal of the opt-out of EP663 is ineffectivebased on their reading of Article 83(4) UPCA and Rule 5.8 RoP and hence the cases shouldbe dismissed.
The Claimant/Applicant has argued that Article 83(4) UPCA cannot apply to national actionsfiled before the entry into force of the UPCA on 1 June 2023. According to theClaimant/Applicant, any other interpretation would be in violation of the ViennaConvention on the Law of Treaties done at Vienna on 23 May 1969 (VCLT), in particular theprinciple of non-retroactivity of international treaties, and the UPCA; would be against thegeneral principles of EU law, fairness and equity; would be against legitimate expectationsand interests of the patentees; and would discriminate against all those patentees whoseEuropean patents have ever been subject to a former national action. In addition, theClaimant/Applicant has argued that as there are different parties in the national actionscompared to the UPC actions, Article 83(4) UPCA is not applicable. Furthermore, theClaimant/Applicant has argued that in Rule 5.8 ROP the expression “a matter over whichthe Court also has jurisdiction pursuant to Article 32 of the Agreement” has to mean anaction initiated after 1 June 2023.

1.3 Relevant provisions
Article 83 UPCA is entitled “Transitional regime”, with the following relevant sub-articles:

Article 83(1)
During a transitional period of seven years after the date of entry into force of thisAgreement, an action for infringement or for revocation of a European patent or anaction for infringement or for declaration of invalidity of a supplementary
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protection certificate issued for a product protected by a European patent may stillbe brought before national courts or other competent national authorities.
Article 83(3)
Unless an action has already been brought before the Court, a proprietor of or anapplicant for a European patent granted or applied for prior to the end of thetransitional period under paragraph 1 and, where applicable, paragraph 5, as wellas a holder of a supplementary protection certificate issued for a product protectedby a European patent, shall have the possibility to opt out from the exclusivecompetence of the Court. To this end they shall notify their opt-out to the Registryby the latest one month before expiry of the transitional period. The opt-out shalltake effect upon its entry into the register.
Article 83(4)
Unless an action has already been brought before a national court, proprietors ofor applicants for European patents or holders of supplementary protectioncertificates issued for a product protected by a European patent who made use ofthe opt-out in accordance with paragraph 3 shall be entitled to withdraw their opt-out at any moment. In this event they shall notify the Registry accordingly. Thewithdrawal of the opt-out shall take effect upon its entry into the register.

Rule 5 RoP is entitled “Lodging of an Application to opt out and withdrawal of an opt-out”with the relevant sub-rules:
Rule 5.5
The Registrar shall as soon as practicable enter the Application to opt out in theregister. Subject to paragraph 6, the opt-out which meets the requirements laiddown in this Rule shall be regarded as effective from the date of entry in theregister. If the requirements recorded in the register are missing or incorrect, acorrection may be lodged with the Registry. The date of entry of the correction shallbe noted in the register. The opt-out shall be effective from the date of correction.
Rule 5.8
In the event that an action has been commenced before a court of a ContractingMember State in a matter over which the Court also has jurisdiction pursuant toArticle 32 of the Agreement in respect of a patent or application contained in anApplication to withdraw, prior to the entry of the Application to withdraw in theregister or any time before the date pursuant to paragraph 5, the Application towithdraw shall be ineffective in respect of the patent or application in question,irrespective of whether the action is pending or has been concluded.
Rule 5.12
Applications accepted by the Registry before the entry into force of the Agreementshall be treated as entered on the register on the date of entry into force of theAgreement.
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Vienna Convention on the Law of Treaties, done at Vienna on 23 May 1969 (VCLT), Section2. Application of Treaties with the following relevant articles states:
Article 28
Non-retroactivity of treatiesUnless a different intention appears from the treaty or is otherwise established, itsprovisions do not bind a party in relation to any act or fact which took place or anysituation which ceased to exist before the date of the entry into force of the treatywith respect to that party.
Article 31
General rule of interpretation1. A treaty shall be interpreted in good faith in accordance with the ordinarymeaning to be given to the terms of the treaty in their context and in the light of itsobject and purpose.2. The context for the purpose of the interpretation of a treaty shall comprise, inaddition to the text, including its preamble and annexes:(a) any agreement relating to the treaty which was made between all the parties inconnection with the conclusion of the treaty;(b) any instrument which was made by one or more parties in connection with theconclusion of the treaty and accepted by the other parties as an instrument relatedto the treaty.3. There shall be taken into account, together with the context:(a) any subsequent agreement between the parties regarding the interpretation ofthe treaty or the application of its provisions;(b) any subsequent practice in the application of the treaty which establishes theagreement of the parties regarding its interpretation;(c) any relevant rules of international law applicable in the relations between theparties.4. A special meaning shall be given to a term if it is established that the parties sointended.
Article 32
Supplementary means of interpretationRecourse may be had to supplementary means of interpretation, including thepreparatory work of the treaty and the circumstances of its conclusion, in order toconfirm the meaning resulting from the application of article 31, or to determinethe meaning when the interpretation according to article 31:(a) leaves the meaning ambiguous or obscure; or(b) leads to a result which is manifestly absurd or unreasonable.
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1.5 The grounds
1.5.1 As to the interpretation of Article 83(4) UPCA and Rule 5.8 RoP
During the transitional regime, as described in Article 83(1) UPCA, the default position isthat parallel jurisdiction exists between national courts of the Contracting Member Statesand the UPC. The proprietors of European patents have the right to opt out their patentsfrom the competence of the UPC according to Article 83(3) UPCA unless an action has beenbrought before the UPC. According to Article 83(4), the proprietors of European patentshave the right to withdraw that opt-out according to the restrictions laid down in thearticle.
In application of Article 31.1 VCLT, taking into account the ordinary meaning to be given tothe terms of the treaty in their context and in the light of its object and purpose, thewording of Article 83(4) UPCA is clear and unambiguous as it states that the withdrawal ispossible “unless an action has already been brought before a national court (…)”. As theinterpretation is unambiguous there is no need to further interpretation based on Article32(a) VCLT. The wording does not provide any limitation or restriction to the effect that itwould only apply to previous national proceedings that have been initiated during thetransitional regime after 1 June 2023, as the Claimant/Applicant argues.
This is further clarified in Rule 5.8 RoP: “In the event that an action has been commencedbefore a court of a Contracting Member State (…) prior to the entry of the Application towithdraw in the register or any time before the date pursuant to paragraph 5 (…)”. Theparagraph 5 referred to in the rule is Rule 5.5 RoP, which defines the dates when an opt-out is entered into the register and shall be effective. According to Rule 5.12 RoP, opt-outslodged during the Sunrise Period are considered to have been entered in the register on1 June 2023. As Rule 5.8 RoP contains a reference to an action commenced before a courtof a Contracting Member State prior to the date pursuant to Rule 5.5 RoP, which date forthe opt-outs lodged during the Sunrise Period is 1 June 2023 according to Rule 5.12 RoP,the mentioned rule 5.8 RoP reference has to refer also to actions which were commencedbefore 1 June 2023.
Additionally, the wording of Rule 5.8 RoP states that “the Application to withdraw shall beineffective in respect of the patent or application in question, irrespective whether theaction is pending or has been concluded” without any further restrictions about the dateof commencement of the national action.
In the present case, the first national action concerning EP663 had been commenced inGermany in 2020 and the two national actions referred to were pending in Germany whenthe UPCA came into force and the opt-out was entered in the register on 1 June 2023, aswell as on the date of the withdrawal of the opt-out on 5 July 2023. The Claimant/Applicantargues that all actions that were commenced before 1 June 2023 would fall outside theapplication of Article 83(4) UPCA and Rule 5.8 RoP. The Court finds that such actions thathad already been commenced before 1 June 2023, including actions that were pending on1 June 2023 in national courts like in the case at hand, fall within the definition of Article83(4) UPCA, because these actions had been brought before a national court, as well asRule 5.8 RoP, because these actions had been commenced before a court of a ContractingMember State, and there is no reference in these provisions that those dates should be
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after 1 June 2023. Hence the argument presented by the Claimant/Applicant that onlyactions commenced after 1 June 2023 would prevent the withdrawal of the opt-out cannotbe accepted.
Furthermore, when the Claimant/Applicant used its right to opt-out based on Article 83(3)UPCA, it did not only make a strategic decision to opt-out from the jurisdiction of the UPCbut also made this decision aware of the consequences such an opt-out would have for thefurther proceedings taking into account the earlier initiated actions before the nationalcourts of a Contracting Member State. Upon the opt-out only the national courts werecompetent to hear actions concerning EP663, based on Article 83(1) UPCA and, as actionshad already been commenced before a national court, the Claimant/Applicant blockeditself from withdrawing the opt-out. Should the Claimant/Applicant have wished to makeuse of the parallel jurisdiction during the transitional regime, it could have made thedecision to remain passive and not to opt out. However, the Claimant/Applicant activelylodged an application for opt-out bringing itself under the specific regime of the opt-outbut also the conditions of effectiveness of a later withdrawal of the opt-out.
This blockage of effectively withdrawing the opt-out is clear from the wording of Article83(4) UPCA, but even more clear when reading this article in conjunction with Rule 5.8 RoP.The Court notes that the Claimant/Applicant in no way argues that the Rules of Procedurewould be in contradiction with the UPCA and therefore the Rules of Procedure can be usedto clarify the wording of Article 83(4) UPCA. Hence, based on Article 83(4) UPCA and Rule5.8 RoP the withdrawal of the opt-out concerning EP663 by the Claimant/Applicant is notpossible and is in principle ineffective.

1.5.2 As to the principle of non-retroactivity of the UPCA
According to the Claimant/Applicant especially the requirement of non-retroactivityaccording to Article 28 VCLT means that Article 83(4) UPCA is to be interpreted as relatingonly to national actions filed after the entry into force of the UPCA on 1 June 2023.
Before the full entry into force of the UPCA on 1 June 2023, certain articles of the UPCAcame into force on 19 January 2022 by virtue of the Protocol on Provisional Application ofthe UPC Agreement. Those articles included Articles 10–19 concerning The Registry andvarious Committees of the Unified Patent Court and Article 41 concerning the Rules ofProcedure. Based on these provisions the Sunrise Period was established beginning on1 March 2023. Hence, even though the full entry into force of the UPCA took place on1 June 2023, parts of it were already in force earlier. The Sunrise Period included thepossibility to opt-out a European patent from the competence of the UPC according toArticle 83(3) UPCA prior to the final coming into force of the UPCA on 1 June 2023.
The rule of non-retroactivity of international treaties, as stipulated in the Article 28 VCLT,is intended for the protection of parties from such provisions, in those internationaltreaties that are adopted in the future, that were not foreseen as certain acts or facts tookplace or certain situations ceased to exist before the international treaty came into force.In the current situation, the proprietors of European patents who chose to use the opt-outsystem must have been perfectly aware that the UPCA had partly come into force basedon the Protocol on Provisional Application of the UPC Agreement. The Claimant/Applicantmust have been aware of this as it made the opt-out for EP663 on 12 May 2023. Hence,
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none of the provisions in the UPCA or RoP were unknown to or not foreseen by it. There isno basis to interpret the non-retroactivity rule of the Article 28 VCLT in a way that wouldmake the applicability of Article 83(4) UPCA or Rule 5.8 RoP inadmissible in this situation.
Furthermore, the Court points out that according to Article 28 VCLT it only applies “unlessa different intention appears from the treaty or is otherwise established”. The Court findsthat the intention to limit the right to withdraw the opt-out appears clearly from the UPCAand hence, even if the effects of the UPCA were to be considered retroactive, Article 28VCLT is not applicable.
In addition to the above, Article 28 VCLT limits the non-retroactivity to “to any act or factwhich took place or any situation which ceased to exist before the date of the entry intoforce of the treaty with respect to that party”. The commencement of the nationalproceedings in Germany may be considered as an “act or fact” but also gives rise to a“situation”, this being the national proceedings pending on 1 June 2023, which did not“cease to exist” on that date. Such an interpretation seems in line with the aims of thetransitional provisions regulating the parallel jurisdiction regarding the actions mentionedin Article 83(1) UPCA and, additionally, giving the patent holder the possibility to opt outand withdraw its opt-out. This parallel jurisdiction may indeed give rise to concurrentproceedings (“situations” which did not cease to exist) for which Article 83(4) UPCA andRule 5.8 RoP clearly state that in such a case (respectively “an action already been broughtbefore a national court” and “an action has been commenced before a court of aContracting Member State”) the withdrawal of the opt-out is ineffective. Also as suchArticle 83(4) UPCA is not contrary to the principle of non-retroactivity resulting from Article28 VCLT.

1.5.3 As to the difference between the parties in the national actions and the actionintroduced before the UPC
The Claimant/Applicant argues on the basis of Article 71c(2) Regulation (EU) No 1215/2012of the European Parliament and of the Council of 12 December 2012 on jurisdiction andthe recognition and enforcement of judgments in civil and commercial matters (recast)(Brussels I Regulation (recast)) that the German national litigations cannot have effect inthe present case as the parties in the German litigations are not exactly the same as in theactions at hand. The Defendants have argued that the application of Article 83(4) UPCA andRule 5.8 RoP is not subject to the parties involved in the national actions but the onlydecisive issue is the patent in suit.
The Court finds that the Article 83(4) UPCA and Rule 5.8 RoP do not mention anything aboutthe parties but only the patent in suit. Hence, there are no grounds to interpret theseprovisions in a way that the national actions would have to involve the same parties.Furthermore, the Court finds that Article 71c(2) Brussels I Regulation (recast) only concernsa situation of parallel jurisdiction and is not applicable where the competence of the UPChas been opted out.
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1.5.4 As to the other arguments by the Claimant/Applicant
The Claimant/Applicant also suggests that the interpretation according to which actionsother than those commenced after 1 June 2023 would fall within the interpretation ofArticle 83(4) UPCA would be against the general principles of EU law, fairness and equity;would be against legitimate expectations and interests of the patentees; and woulddiscriminate against all those patentees whose European patents have ever been subjectto a former national action.
The Court finds that Article 83(4) UPCA and Rule 5.8 RoP include clear and precise languagewhich stipulates the limitations to the withdrawal of an opt-out of a European patent. TheUPCA has been drafted by a group of esteemed experts in the field of patents and the UPCAhas been accepted by the governments of the Contracting Member States. The sameapplies to drafting of the Rules of Procedure which were adopted by the AdministrativeCommittee of the UPC, which Committee included representatives from the ContractingMember States. The Court considers that the fundamental rights of the various partieshave been taken into account when drafting those provisions. The literal interpretation ofArticle 83(4) UPCA cannot be and is not in conflict with such fundamental rights assuggested by the Claimant/Applicant.
The Claimant/Applicant argues that any interpretation of Article 83(4) UPCA other than itsown would discriminate against patentees with former national actions. In this case, theactions in Contracting Member States were pending on 1 June 2023 and are still pending.Hence, this decision of the Court does not concern situations of national actions that wereintroduced before 1 June 2023 but were not pending anymore at that date i.e. “formernational actions”. For that reason, the conclusion that the Claimant/Applicant is suggestingcannot be drawn from this decision of the Court and it is therefore not necessary to furtherelaborate on that issue.
It has been argued by the Claimant/Applicant that the expression “in a matter over whichthe Court also has jurisdiction pursuant to Article 32 of the Agreement in respect of apatent or application contained in an Application to withdraw” in Rule 5.8 RoP would meanthat only actions brought after 1 June 2023 would fall under this definition. The Defendantshave argued that “the matter” is a general term describing all matters which are defined inthe mentioned Article 32(1) UPCA. The Defendants have also argued that if a Europeanpatent has been opted-out during the Sunrise Period and “matter” would mean that exactopted-out European patent, then there would be no case where the UPC would havejurisdiction, as it has no competence over opted-out European patents based on Article83(3) UPCA. Hence, according to the Defendants, if the logic of the Claimant/Applicantwere to be followed, there would be no possibility to withdraw the opt-out in any situation.According to the Defendants, the interpretation provided by the Claimant/Applicant isclearly incorrect.
The Court finds that the Defendants’ reasoning is more compelling and that there is noreason to interpret the above expression in a way that would lead to the conclusion thatonly actions initiated after 1 June 2023 would block the possibility of withdrawing the opt-out.
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Furthermore, the Court finds that the situation where the withdrawal of the opt-out is notallowed when national proceedings were pending does not lead to a result which ismanifestly absurd or unreasonable, and hence Article 32(b) VCLT is not applicable either.
1.6 Conclusion
Based on the above, in application of Article 83(4) UPCA, the withdrawal of the opt-out on5 July 2023 with regard to the European patent no EP 3 295 663, following the opt-outlodged on 12 May 2023 and entered in the register on 1 June 2023, is ineffective due to thenational infringement and invalidity proceedings brought before the German nationalcourts. Hence, the opt-out for the patent in suit is effective and the UPC lacks competenceover EP663 for all matters falling within the ambit of Article 32(1) UPCA, in particular letters(a) and (c) thereof. Consequently, the Court lacks jurisdiction to hear cases nos551054/2023 and 545571/2023.
The reading of Article 83(4) UPCA used by the Court is in line with Rule 5.8 RoP, becausebased on the Rule 5.8 RoP the application to withdraw shall be ineffective in respect of thepatent in question, irrespective of whether the national action is pending or has beenconcluded, and the German national actions were pending on the date of the withdrawalof the opt-out on 5 July 2023. The interpretation argued by the Claimant/Applicant that thedate of 1 June 2023, when the UPCA came into full force and the opt-out was entered inthe register, would be the first relevant date to be taken into account for thecommencement of national proceedings cannot be approved based on the wording ofArticle 83(4) UPCA and Rule 5.8 RoP, as described above in section 1.5.1. The reading usedby the Court of Article 83(4) UPCA is also in line with the principle of non-retroactivity oftreaties as stipulated under Article 28 VCLT, as described above in section 1.5.2.
As the UPC does not have competence over EP663 and hence lacks jurisdiction in thematter, the application concerning the Provisional Measures Application (CMSno 551054/2023) shall be dismissed and there is no need to address the additional requestsand objections by the Defendants, except the request for the security for costs. For thesame reason, the preliminary objection lodged by the Defendants in the InfringementAction (CMS no 545571/2023) shall be accepted and the Infringement Action shall bedismissed.

2. The security for costs
2.1 The issue and the position of the Parties
The Defendants have requested that the Court order security for the legal costs of theDefendants in provisional measures action no 551054/2023. The amount requested is EUR1.600.000 and relates to both the Court of First Instance and the Court of Appeal.
The Defendants have argued the importance of ordering the security for costs especiallybased on the potential insolvency of the Applicant.
The Applicant has asserted that there is no reason for ordering security for costs. It hasinformed that the Applicant has a sound financial situation and taxable capital of over
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63 million Swiss Francs. According to the Applicant there is no reason to order the securityfor both instances of the Court during the proceedings of the First Instance.

2.2 The relevant provisions
Article 69(4) UPCA

Legal costs4. At the request of the defendant, the Court may order the applicant to provideadequate security for the legal costs and other expenses incurred by the defendantwhich the applicant may be liable to bear, in particular in the cases referred to inArticles 59 to 62.
Rule 158.1 RoP

Security for costs of a party1. At any time during proceedings, following a reasoned request by one party, theCourt may order the other party to provide, within a specified time period,adequate security for the legal costs and other expenses incurred and/or to beincurred by the requesting party, which the other party may be liable to bear.Where the Court decides to order such security, it shall decide whether it isappropriate to order the security by deposit or bank guarantee.

2.3 The grounds
The UPCA or the RoP do not provide further guidance as to the situations in which the Courtshould order the security for costs. It is mentioned in Article 69(4) UPCA that this is inparticular possible in the cases referred to in Articles 59 to 62 UPCA, which includeprovisional measures.
It is clear based on the relevant provisions that the Court has discretion in deciding whento order the security for costs. The Court finds that as it is possible to decide on the securityfor costs at any stage of the proceedings, it is not appropriate in the Court of First Instanceto order the costs concerning potential future proceedings in the Court of Appeal.
The Court finds that the evidence brought forward by the Defendants does not sufficientlyprove the risk of insolvency of the Applicant, and vice versa the evidence provided by theApplicant indicates that the Applicant will have the financial means to cover any potentiallegal costs that it may be ordered to cover. Hence, the request for a security for costs isconsidered unfounded.
The Defendants’ request for the Court to order the Applicant to provide security for costsis hence dismissed.
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DECISION
For these grounds, having heard the parties on all aspects of relevance for the followingdecision, the actions CMS no 545571/2023 and 551054/2023 are dismissed since theUnified Patent Court does not have competence over European patent no EP 3 295 663owing to its opt-out on 12 May 2023.
The Court also dismisses in action CMS no 551054/2023 the Defendants’ request that theApplicant be ordered to provide security for costs.

Done and delivered on 20 October 2023
NAMES AND SIGNATURESJudges
Presiding judge, judge-rapporteur: Petri Rinkinen

Legally qualified judge: Samuel Granata

Legally qualified judge: Mélanie Bessaud

Technically qualified judge: Eric Augarde

On behalf of the Deputy-Registrar

INFORMATION ABOUT APPEAL
The present decision dismissing the actions constitutes a final decision of the Court of First Instanceand may be appealed by the unsuccessful party within two months of the date of the notificationof the decision (Article 73(1) UPCA, Rules 220.1(a) and 224.1(a) RoP).
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